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THE TRADE MARKS (AMENDMENT) ACT, 1994
No. 5 of 1994
Date of Assent: 28th July, 1994
Date of Commencement: By Notice

An Act of Parliament to amend the Trade Marks Act to
provide for the registration of service marks and for
matters connected therewith

ENACTED by the Parliament of Kenya as follows:—

1. This Act may be cited as the Trade Marks (Amend- 223" title

ment) Act, 1994 and shall come into operation on a date 10 be commencement.
appointed by the Minister by notice in the Gazette.

2. Section 2 of the Trade Marks Act, in this Act referred Amendment of

to as “‘the principal Act,” is amended— E‘§§° :;026.01
(@)by deleting from subsection (1) the definitions of
“mark™ and “trade mark” and inserting the follow-
ing new definitions—
“mark” includes a distinguishing guise, slogan,
device, brand, heading, label, ticket, name, signa-
ture, word, letter or numeral or any combination
thereof whether rendered in two-dimensional or
three-dimensional form;

“certification trade mark™ means a mark regis-
tered or deemed to have been registered under
section 40;

“trade mark™ means (except in relation to a
certification trade mark) a mark used or proposed
10 be used—

(a)in relation to goods for the purpose of in-
dicating a connection in the course of trade
between the goods and some person having
the right either as proprietor or as register-
ed user to use the mark, whether with or
without any indication of the identity of
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that person or distinguishing goods in rela-
tion to which the mark is used or proposed
to be used from the same kind of goods
connected m the course of trade with any
person;

(b) in relation to services for the purpose of
indicating that a particular person is con-
nected, in the course of business, with the
provision of those services, whether with
or without any indication of the identity
of that person or distinguishing services in
relation to which the mark. is used or pro-
posed to be used from the same kind of
services connected in the course of business
with any other person;

{5) by inserting in subsection (1) the following new defini-
‘ttoms in :eir proper alphabetical sequence—

“distinguishing guise”, in relation to goods,
means the shape or configuration of containers of
the goods;

“profession” means a calling or occupation, not
being a trade or handicraft, carried on by an in-
dividual person being a member of a lawfully
established body of persons each of whom is quali-
fied and licensed by that body as having acquired
and holding the specialized knowledge necessary to
enable that person to practise in the particular
department of learning or science with which such
body is concerned;

“services” are services within the meaning of
this Act where they are normally provided for re-
muneration, in so far as they are not governed by
the provisions of any written law relating to freedom
of movement for goods. capital and persons and
in pariicular include activities of an industrial or
commercial character or of craftsmen and of the
professions;

“trade” means any type of profession or other
business occupation in which a mark may be used
in the manner prescribed by this Act.
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(c) by deleting subsection (2) and inserting the following---

{2) Any reference in 'this Act to the use of a

mark shall be construed—

(@) as a reference to the use of a printed or
other visual representation of the mark
and, in the case of a distinguishing guise,
to the use of such distinguishing guise;

(b)if whe mark is capable of being audibly
reproduced, as including 2 reference 'to the
use of an audible reproduction of the
mark;

(o) in relation to goods, as a reference to the
use thereof upon or in physical or other
refation to goods; and

(d)in relation to services, as a reference to the
use thereof in relation 'to the performance
of such services.

3. Section 5 of the principal Act is amended by deleting
the words “goods as the goods of another person”.

4, Section 6 of the principal Act is deleted and replaced
by the following new section—

mﬂi:ﬁon 6. A trade mark must be registered in respect
respect of particular goods or services and any question
ggm pmm arising as t0 the class within which any goods or
or services. Services fall shall be determined by the Registrar.

5. Section 7 of the principal Act is amended—

{a) by deleting subsection (1) and inserting the following
new subsection—

(1) Subject to the provisions of ithis section, and
of sections 10 and 11, the registration (whether before
or after 1st January, 1957) of a person in Part A of
the register as the proprietor of a trade mark if valid
gives to that person 'the exclusive right to the use of
the trade mark in relation to the goods or in con-
nection with ithe provision of any services and with-
out prejudice to the generality of ithe foregoing that
right is infringed by any person who, oot being the
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proprietor of the trade mark or a registered user
thereof using by way of permitted use, uses a mark
identical with or so nearly resembling it as to be
likely to deceive or cause confusion in the course of
trade or in connection with the provision of any
sarvices in respect of which it is registered, and in
such manner as to render the use of the mark likely
to——

{(a) be taken either as being used as a trade
mark;

(b) be taken in a case in which 'the use is upon
the goods or in physical relation thereto
or in an advertising circular or other
advertissment issued to the public, as
importing a rteference to some person
having the right either as proprietor or
as registered user to use the trade mark or
goods with which such a person is con-
nected in the course of trade;

{c) be taken in a case where the use is use at
or near the place where the services are
available for acceptance or performed or in
an advertising circular or other advertise-
ment issued to the public or any part there-
of, as importing a reference to some person
having the right either as proprietor or as
registered user to use tthe trade mark or to
services with the provision of which such
a person as aforesaid is connected in the
course of business;

(d) cause injury or prejudice to the propristor
or registered user of the trade mark.

(b) by inserting after ithe words “to any market” in sub-
section (2) the words “or services for use or available
for acceptance iin any place or country”;

(c) by adding at the end of subsection (3) the following
new paragraphs—

(c)in relation to services to which the pro-
prietor of the trade mark or a registered
user conforming to the permitted use has
applied the trade mark, where the purpose
and effect of the use of the trade mark is
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to dndicate, in accordance with the fact,
that those services have been performed
by the proprictor or a registered user of
the trade mark; or

(d)mre]mhm to services ithe provision of which
is connected in the course of business with
the proprietor or a registered user of the
trade mark, where the proprietor or
registered user has at any time expressly
or impliedly consented to the use of the
trade mark; or

(e) in relation to services available for use with
other services in relation to which the trade
mark has been used without infringement
of the right given by registration or
miight for the time being be so used, if—
(i) the use of the trade mark is reasonably

necessary in order to indicate that the
services are available for such use; and
(ii) neither the purpose mor the effect of
the use of the trade mark is to indicate
otherwiise than in accordance with the
fact that there is a connection in the
course of business between any person
and the provision of those services.

6. Section 8 of the principal Act is amended—

(@) by deleting from subsection (1) all the words from “in
respect of any goods” ‘to “as if the registration had
been in Part ‘A’ of the register” and substituting “if
valid gives tto that person the same right”;

(b) by adding at the end of subsection (2) the words “or
in respect of services that a person having the right
either as proprietor or as registered user to use the
trade mark ‘is connected in the course of business
with the provision of the services”.

7. Section 9 of the principal Act is amended by deleting
subsection (1) and inserting the following—

(1) Where, by a contract in writing made with
the proprietor or a registered user of a registered

No. §

Amendment
of section 8
of Cap. 306,

Amendment
of section 9
of Cap. 506.



No. 5

Amendmenit
of section 12
of Cap. 506.

Amendment
of section 13
of Cap. 506,

Amendment
of scction 15
of Cap. 506,

90
Trade Marks (Amendment) 1994

trade mark, a purchaser or owner of goods or a
person performing the services, enters into an
obligation to the effect that he will mot do, in rela-
tion to the goods or servioces, an act to which this
section applies, any person who, being the owner
for the time being of the goods or the person per-
forming the services and having notice of tiie obliga-
tion, does that act, or authorizes it to be done, in
relation to the goods or services, in the course of
trade, or with a view to any dealing therewith in the
course of trade thereby infringes the right to the use
of the trade mark given by the registration thereof,
unless that person becomes ithe owner of the goods
by purchase for money or money’s worth or
performs the services in good faith before re-
ceiving notice of the obligation or by virtue of a
title claimed through another person who so became
the owner ‘thereof.

8. Section 12 of the principal Act is amended by adding
at the end of subsection (2) the words “and in relation to
services means to distinguish services with ths provision of
which the proprietor is or may be coamected in the course
of business, from services the provision of which he is not so
connected”.

9, Section 13 of the principal Act is amended by adding
at the end of subsection (1) the words “and in relation to
services of distinguishing services with the provisions of which
the proprietor of the trade mark is or may be connected in
the course of business from services with the provision of
which he is not so connected™.

10. Section 15 of the principal Act is amended—

(@) by deleting from subsection (1) all words after “identical
with™ and substituting “or nearly resembles a mark
belonging to a different propdietor and already on
the register in respect of the same goods or descrip-
tion of goods, or in respect of services, is identical
with or mnearly resembles a mark belonging to a
different proprietor and already on the register in
respect of the same services or description of
services.”
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(b) by adding in subsection (3) after the words “descrip-
tion of goods” the words “or in respect of the same
services or description of services”.

11. Section 17 of the principal Act is amended by
adding in paragraph (b) after the words “the trade” the words
“or to the provision of services of that description™.

12. Section 18 of the principal Act is amended—
(@) in subsection (1) by—

(i) adding after the words “article or sub-
stance™ at the end of the first paragraph
the words “or of some activity™;

(i) adding the following further proviso—

(iii) that there is a well-known and estab-
lished use of the word or words as the
name or description of some activity
by a person providing services which
include thiat activity, not being use in
relation to services with the provision
of whiich the proprietor or a registered
user of the trade mark is connected in
the vourse of business;

(b) in subsection (2) by deleting the words “paragraph (i)
or paragraph (ii) of :” and adding in paragraphs (a),
(b) and (o) (i) after the words “of the same descrip-
tion” tthe words “or of the activity in question”.

13. Section 23 of the principal Act is amended by
adding in proviso (i) of subsection (4) after the words “trade
use” the words “or business use”.

14, Section 25 of the principal Act is amended—

(@) by deleting subsections (1), (2) and (3) and substituting

the following new subsections—

(1) A registered trade mark is assignable and
transmissible either in connection with the goodwill
of 2 business or not.

(2) A registered trade mark is assignable and

transmissible in respect of either all the goods or all
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the services in respect of which it is registered or of
some only of those goods or services.

(3) The provisions of subsections (1) and (2)
shall have the effect of an unregistered trade mark
as they have effect in the case of a registered trade
mark if at the time of the assignment or trans-
mission of the unregistered trade mark it is or was
used in the same business as a registered trade mark,
and if it is or was assigned or transmitted at the
same time and to the same person as that registered
trade mark was assigned or transmitted;

(b) by deleting from subsection (4) the words “of goods”
and “the goods™ and substituting the words “‘of goods
or services to be performed” and “the goods or
services to be performed” respectively;

(¢) by inserting in the proviso to subsection (4) immediate-
ly after the words “or otherwise traded in” the
words “or services to be performed””;

(d) by inserung in subsection (5) after the words “any
goods” the words “or services” and also after the
words “‘of the goods” the words “or services’;

(e)'by inserting in subsection (6) immediately after the
words “‘or otherwise traded in,” wherever they occur
the words “or services tto be performed”.

Amendment 15. Section 28 of the principal Act is amended—
f section 28
of Cap. 506, () by inserting in subsection (1) after the words “of the

goods” the words “or services”;

(b) by inserting in subsection (3) after the words ““fitle to
a trade mark” the words *except as between the
parties to the document or instrument.”

Afmendmeuztg 16. Section 29 of the principal Act is amended—
of section
of Cap. 506. {a) by inserting in subsection (1) after the word “goods”

wherever it ‘occurs the words “‘or services”;

(b) by deleting the proviso to subsection (1) and inserting
the following new proviso—
‘Provided that (except where the applicant has

been permitted under subsection (2) of section 15 to



93
1994 Trade Marks (Amendment) No. §

register an identical or nearly resembling trade mark
in respect of the goods in question or where the
tribunal is of opinion that he might properly be
permitted so to register such a trade mark) the
tribunal may refuse an application made under para-
graph (a) or (b) of this subsection in relation to any
goods, if it is shown that there has been, before the
relevant date or during the relevant periods as the
case may be, bona fide use of the trade mark by
any propuieter thereof for the time being in relation
to—
(1) the services of the same description; or

(i) goods associated with those services or
services of that description, being services,
or as the case may be, goods in respect of
which the trade mark is registered;

(c) by inserting in subsection (2) after the word *‘goods”
the words “‘or services”;

(d) by inserting in paragraph (b) of subsection (2) im-
mediately after the words “or otherwise traded in,”
the words “or services to be performed™;

(e)in subsection (3) by deleting all the words after “in the
trade” and substituting “‘or in relation to particular
services and not to any fintention to abandon the
trade mark ‘to which the application relates™.

17. Section 31 of the principal Act is amended— Amendment
(@) by deleting subsection (1) and inserting the following °f E.::mso:l
new subsection—
(1) Subject to the provisions of this section, a
person other than the proprietor of a trade mark
may be registered as a registered user thereof in
respect of all or any of the goods in respect of which
it is registered or in respect of services with the
provision of which he is connected in the course
of business (otherwise than as a defensive trade
mark) and either with or without conditions or
restrictions; and the use of a trade mark by regis-
tered user thereof in respect of which for the time
being the trade mark remains registered and he is
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registered as a registered user, being use such as to
comply with any conditions or restrictions to which
his registration is subject, is in this Act referred to
as the permitted use thereof;

(b) by inserting in paragraphs (b) and (c¢) of subsection (4),
subsection (5), paragraph (a) of subsection (8) and in
subsection (10) respectively after the word “‘goods”
the words “or services”.

18. Section 32 of the principal Act is amended by insert-
ing in subsection (1), paragraphs (@) and (b) thereof immediate-
ly after the word “goods” the words ‘‘or services t0 be per-
formed”’.

19. The principal Act is amended by repealing section
34 and inserting the following new section—

Useof 34. The application in Kenya of a trade mark
for export O goods to be exported from Kenya, and any other
trade. act done in Kenya in relation to goods to be so

exported or services to be performed outside which,
if done in relation to goods to be sold or otherwise
traded in Kenya or services to be performed within
Kenya would constitute use of a trade mark therein,
shall be deemed to constitute those goods or services
for any purpose for which such use is material
under this Act or at common law.

20. Section 37 (b) of the principal Act is amended by
deleting from subsection (1), paragraph (@) and substituting the
following new paragraph—

(d) strike out any goods or services or classes of goods or

services, as the case may be, from those in respect of
which a trade mark is registered; or

21. Section 39 of the principal Act is amended by
inserting in subsection (1) after the words “goods or classes
of goods” the words “or services or classes of services”.

22, Section 41 of the principal Act is amended by
inserting in paragraph (b) after the word “goods™ the words
“and. services™.
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23. The principal Act is amended by imserting im-
mediately after section 54 the following new section—

Nice S4A. The Nice Agreement concerning the

Asement  International Classification of Goods and Services

:Q‘ilg:n?; for the purpose of the Registration of Trade Marks
of 15 June, 1957 and all revisions thereof together
with the publications of the World Intellectual
Property Organization of Geneva relating to the
Agreement may be received in evidence before any
court or Registrar and shall be taken into account
by the Regjstrar in relation to his duties under this
Act.

24. Part X1 of the principal Act is amended by inserting

immediately after section 58 the following new sections—
In - i Tt

mm p 58A. In this Part

Paar “apply to,” in relation to goods, means—

(@) to emboss, impress, engrave, etch, stamp,
write, photocopy or otherwise cause (o be
applied to or printed upon; or

(b) to weave or otherwise work imto: or

(¢) toannex or affix to,
such goods;

“covering” means any bottle, box, capsule, case,
cask, frame, vessel, wrapper or other container or
cover and includes a band label, ticket or reel;

“forged”, fin relation to a registered mark,
means maide or falsified as described in section 58C;

“sell” includes—

(a) to expose for sale; and

(b) to have in possession for the purpose of sale
or for any purpose of trade or commerce.

Application. 58B. (1) A trade mark fs applied to goods if—

(@) it is applied to the goods themselves; or

(b) it is applied to a covering on, in or attached
to which the goods are sold; or

(c} the goods are placed in or around, enclosed
by or annexed to apy covering to which

Insertion
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Amendment
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the trade mark or other mark has been
applied; or

(d) it is used in any manner likely to lead to the
belief that the goods in commection with
which it is used are designated by that
trade mark or other mark.

(2) Goods delivered in pursuance of an offer or
request made by reference to a trade mark or other
mark appearing in any sign, advertisement, invoice,
list, catalogue, business letter, business paper, price-
list ‘or ‘other commercial documents, for the purposes
of paragraph (d) of subsection (1) are goods in con-
nection with which the trade mark or other mark is
used.

(3) A trade mark is applied in relation to
services if it is used in any manner likely to lead
to ithe belief that the services in connection with
which it fis used are designated by that trade mark.

(4) A registered trade mark is falsely applied
to goods or in relation to services if, without the
oonseant of the proprietor or the authority of this Act,
the registered trade mark or a mark so nearly
resembling it as to be likely to deceive or cause
confusion is applied to the goods or in relation to
the services, as the case may be.

58C. For the purposes of this Part, a person

forges a registered trade mark if—

(a) without the consent of the proprietor of the
registered trade mark or the authority of
this Act, he makes that trade mark or a
mark so nearly resembling that trade mark
as to be likely to deceive or cause con-
fusion; or

(b) he falsifies a registered trade mark, whether
by alteration, addition, effacement or
otherwise.

58D. (1) Subject to subsection (2), any person

of forgery
of registered who—

offences.
trade mark

(a)yforges a registered trade mark; or
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(b) falsely applies a registered trade mark to
goods or in relation to services; or

(c) makes a die, block, machine or other instru-
ments, for the purpose of forging, or of
being used for forging, a registered trade
mark; or

(d) disposes of, or has in his possession, a die,
‘block, machine or other instrument for the
purpose of forging or of being used for
forging, a registered trade mark; or

(e) without the consent of the proprietor of a
registered ‘trade mark—

(i) makes, imports or has in his possession
any device for applying that registered
trade mark to goods or in relation to
services or representations of that
grade mark; or

(1) makes any teproduction, replicas or
representations of that trade mark; or

(iii) imports any reproductions, replicas
or representations of that trade mark
otherwise than on goods to which
they have been applied; or

(f) makes, imports or has in his possession—

(i) any device for applying to any goods

or in relation ito any services a mark

so nearly resembling a registered trade

mark as to be likely to deceive or

cause confusion; or

(i) any reproduction, replica or represen-

tation of a mark so nearly resembling

a registered itrade mark as to be likely

to deceiive or cause confusion, for the

purpose of applying it to goods or in

relation to services contrary to the
provisions of ithis Part; or

(iii) any covering bearing a mark so nearly

resembling a registered trade mark as

to be likely to deceive or cause con-

fusion, for the purpose of using it to

No. §
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cover or contain, or in refation to,
goods contrary to the provisions of
this Part;

shall be guilty oi an offence, and liable to
fine not exceeding ten thousand shillings
or to imprisonment for a term not exceed-
‘ing five years or to both.

(2) Tt is a sufficient defence to any charge—-

(@) under subsection (1), if the person concerned
proves that he acted without mtent to
defraud; or

(b) under paragraph (b) or (¢) of subsection (1),
if the person concerned proves that—

(@) in the ordinary course of his business
he was employed on behalf of other
persons, either to make dies, blocks,
machines or other instruments for
making or being used in making trade
marks or, as the case may be, t0 apply
trade marks to goods or in relation
to services and that, in the case which
is the subject of the charge, he was
so employed by some other person
and was not interested in the goods
or services by way of profit or com-
mission dependent on the sale of such
goods or performance of such services;
and

(iiy he took reasonable precautions against
committing ithe offence charged; and

(1ii) he had, at the time of the commission
of the alleged offence, no reason to
suspect that the trade mark was not
genuine;, and

(tv) on request made by a police officer, he
gave to that police officer information
in his power with respect to the person
on whose behalf the trade mark was
applied.
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S8E. (1) Subject to the provisions of subsection
(2), any person who sells or imports any goods or
performs any services to which—

(@a forged registered trade mark is falsely
applied; or

(b)a registered trade mark is falsely applied;

shall be guilty of an offence, and liable to a fine not
exceeding ten thousand shillings or to imprisonment
for a term not exceeding five years or to both.

(2) It is a defence to any charge under sub-
secrion (1) if the person concerned proves that
having taken all reasonable precautions against com-
mitting an offence under this Part—

() he had, at the time of the sale, no reason

mosuspect\t‘hatﬁhetrademarkwasnot
genuine; and

(i1) on request made by a police officer or customs
officer, he gave to ithat officer all ithe in-
formaltion in his power with respect to the
person from whom he obtained such goods.

58F. Any person who within Kenya procures,
counsels, aids, abets or is accessory to the commis-
sion outside Kenya of any offence which, if com-
mitted within Kenya would be an offence under this
Part, is himself guiity of an offence and liable to a
fine not exceeding ten thousand shillings or to

imprisonment for a term not exceeding five years or
to both.

58G. (1) Any invoice or other document sub-
miltted or used by an importer or any other person
in comnection with the importation of goods in
respect of which a prosecution is brought under this
Parit may be produced as evidence in any criminal
proceedings without calling the person who prepared
or signed it.

(2 In any prosecution for an offerce under
this Part, evidence that any imported goods were
shipped at any port of call shall be prima facie

No.

5



120
No. § Trade Marks (Amendment) 1994

evidence that those goods were grown, manu-
factured or produced in the country within which
that port is situated.

(3) Where, in any prosecution for an offence
under this Part, the consent of the proprietor of a
trade mark is a relevant issue, the onus of proving
the consent of such proprietor lies on the accused.

Forfeiture 58H. (1) On conviction of any person for an

of goods.  ffence under this Part, the court may, in addition
to any sentence passed, declare any goods in respect
of or by means of which the offence was committed
to be forfeited to the Government, unless the owner
of ithe goods or any person acting on his behalf or
any other person interested in the goods shows cause
to the contrary.

(2) After any goods in respect of or by means
of which it is suspected an offence under this Part
has been committed are seized by a police officer
and no prosecution is instituted following that

(a) the magistrate shall, on application by a

police officer, cause a notice to be publish-
ed in the Gazette and in a newspaper
circulating in the area stating that unless
cause is shown to the contrary at the time
and place specified in the notice such goods
will be declared forfeited; and

(b) at the time and place referred to in para-
graph (@ the magistratc may, unless the
owner of the goods or any person on his
behalf or other person interested in the
goods shows cause to the contrary declare
such goods to be forfeited to the Govern-

ment.
Amendment 25. 'The Third Schedule to the principal Act is amend-
Schedule to ed—
Cap. 506. (@) by deleting paragraph 5 thereof and inserting the

following new paragraph—
5. Section 34 shall be deemed to have had
effect in relation to an act done before the appointed
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day in relation to goods or services as it has effect
in relation to an act done after the appointed day
without prejudice, however, to any determination of
the court or the Registrar which was made before
the appoirntted day or to the determination of any
appeal from a determination so made.

(b) by adding the following new paragraph after para-
graph 6—

7. In this Schedule the expression *“the appoint-
ed day” means—

(a) in relation to a trade mark as defined in this
Act prior to the date of commencement
of the Trade Marks (Amendment) Act,
1994, 1st January, 1957; and

(b) in relation to a trade mark and in relation
to services as defined in this Act after the
date of commencemenit of the Trade Marks
(Amendment) Act, 1994, the date of com-
mencement of that Act.

No. 5





